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WlliamJ. Mason of Rhodes & Mason, PLLC for First Security
Capital, L.L.C
Robert C. Cdark, Jr., Trademark Exam ning Attorney, Law
O fice 108 (David Shallant, Mnagi ng Attorney).
Bef ore Hai rston, Chapnan and Wendel, Adm nistrative
Trademar k Judges.
Qpi ni on by Wendel, Adm nistrative Trademark Judge:

First Security Capital, L.L.C. has filed an
application to register the mark OPTI ON CONVERSI ON LOAN f or
“financial services, nanely, making | oans of up to 90% of
the value of the shares in a conpany that have been
converted fromeither vested incentive stock options
and/ or vested non-qualified stock options by an enpl oyee of

i

that conpany prior to |loan funding.”

! Serial No. 75/518,504, filed July 14, 1998, based on an
all egation of a bona fide intention to use the mark in commerce.
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Regi stration has been finally refused under Section
2(e) (1) of the Trademark Act on the ground that the mark is
nerely descriptive, when used, as intended, with
applicant’s services. The refusal has been appeal ed and
bot h applicant and the Exam ning Attorney have filed
briefs. An oral hearing was originally requested but
subsequent |y wai ved.

A termor phrase is nerely descriptive within the
meani ng of Section 2(e)(1) if it imed ately conveys
i nformati on about a characteristic or feature of the goods
or services with which it is being used, or is intended to
be used. See In re Abcor Devel opnent Corp., 588 F.2d 811,
200 USPQ 215 (CCPA 1978). Wiether or not a particular term
or phrase is nerely descriptive is determned not in the
abstract, but rather in relation to the goods or services
for which registration is sought, the context in which the
designation is being used, or is intended to be used, and
the significance the designation is likely to have to the
average purchaser as he or she encounters the goods or
servi ces bearing the designation, because of the manner in
which it is used. See In re Bright-Crest, Ltd., 204 USPQ
591 (TTAB 1979). It is not necessary that the termor
phrase describe all the characteristics or features of the

goods or services in order to be nmerely descriptive; it is
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sufficient if the termor phrase describes one significant
attribute thereof. See In re Pennzoil Products Co., 20
USPQ2d 1753 (TTAB 1991).

Applicant has acknow edged that the term“option,” as
used in the financial field, nmeans the right to purchase
stock at a given price within a given tine frane and that
when this option is exercised, the “option” has been
“converted.” (Brief, p. 3). Thus, the phrase “option
conversion” has conme into use, as also shown by Nexis
excerpts relied upon by the Exam ning Attorney.

Applicant’s contention is that this use of “option
conversion” as a termin the financial field does not
render its mark OPTI ON CONVERSI ON LOAN nerely descriptive
of its particular |oan services. Applicant argues that
al t hough the mark may suggest that sone sort of loan is
i nvol ved and that it has sonmething to do with “option
conversion,” it does not imedi ately describe the exact
type of loan that applicant is offering. Applicant notes
that while persons often borrow noney to exercise stock
options, and thus such a | oan m ght be a | ogical
interpretation of OPTI ON CONVERSI ON LOAN, applicant’s
services are specifically directed to | oans secured by

stock whi ch has been converted prior to the |oan.
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The problemw th applicant’s argunents is that the
mar k OPTI ON CONVERSI ON LOAN is not to be considered in the
abstract, but rather in relation to the specific services
identified in the application. Applicant’s services are
identified as maki ng | oans on shares “that have been
converted fromeither vested incentive stock options and/ or
vested non-qualified stock options ... prior to the |oan
funding.” The issue of descriptiveness is determ ned by
considering the mark as it is, or is intended to be, used
with these services. Wether purchasers woul d guess what
the specific services are fromconsideration of the mark
alone is not the test. See In re American Geetings Corp.,
226 USPQ 365 (TTAB 1985).

When purchasers encounter the mark OPTI ON CONVERSI ON
LOAN bei ng used in connection with the services identified
in the application, the mark would i nmedi ately be
recogni zed as describing a significant feature of
applicant’s | oans, nanely, that the | oans are nmade using as
col l ateral stock shares obtained by option conversion prior
to obtaining the |loans. The fact that OPTI ON CONVERSI ON
LOAN m ght have anot her recogni zabl e neani ng, nanely,
providing a loan in order to exercise the stock option is

irrelevant. This neaning is applicable only to a totally
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different type of | oan service fromthe service identified
as that to be offered by applicant.

Accordingly, we find the mark OPTI ON CONVERSI ON LOAN
nerely descriptive if used, as intended, by applicant in
connection wth financial services involving the making of
| oans of up to 90% of the value of the shares in a conpany
t hat have been converted from either vested incentive stock
options and/or vested non-qualified stock options by an
enpl oyee of that conpany prior to | oan funding.

Decision: The refusal to register under Section

2(e) (1) is affirned.
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